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REMARKS 

Entry of the foregoing, re-examination and reconsideration of the subject matter 
identified in caption, as amended, pursuant to and consistent with 37 C.F.R. §1.112, and 
in light of the remarks which follow, are respectfully requested. 

The Claims 

In accordance with the present amendments, claim 1 has been canceled without 
prejudice or disclaimer and claims 2-4, 8 and 9 have been amended. Claims 2-10 and 
14-28 remain pending in this application. Claims 14-19 stand withdrawn from 
consideration on the merits as not readable on the elected invention. 

Initially, it should be noted that substituent R 1 of the compounds as claimed is on 
the 2- or 5-position of the cyclopentadienyl (Cp) ring, R 2 is on the 3- or 4-position, R 3 is 
on the 4- or 3-position, and R 4 is on the 5- or 2-position. Further, R 5 is on the 1- or 
8-position of fluorenyl (Flu) ring, R 6 is on the 2- or 7-position, R u is on the 7- or 2- 
position, and R 12 is on the 8- or 1 -position. 

As currently amended, claim 2 now includes the following features: 

(1) R 2 is hydrogen; thus, the 3- or 4-position of the Cp ring is unsubstituted. 

(2) R 3 is a hydrocarbon group or a silicon-containing hydrocarbon group; thus, the 4- 
or 3-position of the Cp ring is substituted. 
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(3) Neighboring groups within R 5 to R 12 may be bonded to form a ring. By the present 
amendment, the feature wherein neighboring groups within R 1 to R 4 form a fused 
ring has been deleted. Thus, the Cp ring can never be part of an indenyl ring. 

(4) In formula (la), when R 3 is a tert-butyl or trimethylsilyl group and when R 13 and 
R 14 are the same and are both methyl or phenyl, R 6 and R n cannot both be 
hydrogen. 

(5) When all of R 5 to R 12 are hydrogen, R 1 and R 4 are not both hydrogen; thus, when 
the Flu ring is unsubstituted, the Cp ring has at least two substituents. 

Information Disclosure Statement 

With regard to the issue raised in paragraph (3) of the Office Action, Applicants 
note that the citation of EP-0-505-9077 was in error and should have been JP 05-059077. 
Applicants believe that they submitted, with the IDS filed March 14, 2002, a copy of 
published Japanese Patent Application 5-59077 with an English-language Patent Abstract of 
Japan obtained from the EPO website. A copy of the Abstract and the Japanese 
Application are attached and it is respectfully requested that the Examiner consider this 
document and make it of record. 

Rejection Under 35 U.S.C. SI 12 
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Claims 4-7 have been rejected under 35 U.S. C. §112, second paragraph, for 
reasons set forth in paragraph (5) of the Office Action. Reconsideration of this rejection is 
respectfully requested for at least the following reasons. 

The legal standard for determining compliance with the second paragraph of 35 
U.S.C. §112 is whether the claims reasonably apprise those of ordinary skill in the art of 
their scope. See In re Warmerdam . 33 F.3d 1354,1361, 31 USPQ2d 1754,1759 (Fed. 
Cir. 1994). In determining whether this standard is met, the definiteness of the language 
employed in the claim must be analyzed, not in a vacuum, but always in light of the 
teachings of the prior art and of the particular application disclosure as it would be 
interpreted by one possessing the ordinary level or skill in the pertinent art. In re Johnson. 
558 F.2d 1008,1015, 194 USPQ 187, 193 (CCPA 1977). 

Claims 4-7 are directed to a process for preparing metallocene compounds of the 
structures set forth in the claims. Suitable process conditions for accomplishing the 
preparation are fully described throughout the specification including the working 
examples. Respectfully, Applicants believe it would make the claims unwieldy to add the 
various steps and parameters described in the disclosure. It is submitted that the scope of 
claims 4-7 would be readily apparent to those of ordinary skill in this art upon reviewing 
the instant specification and in light of the disclosures of the prior art. 

Based on the above remarks, the §112 rejection should be withdrawn. Such action 
is earnestly solicited. 
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Rejection Under §102 over Alt et al. 

Claims 1, 2, 8, 9, 20, 22, 23 and 25 were rejected under 35 U.S.C. §102(b) as 
anticipated by Alt et al. (J. Organometallic Chemistry (1998)) for the reasons given in 
paragraph (7) of the Office Action. Reconsideration of this rejection is respectfully 
requested in view of the above amendments and for at least the following reasons. 

The metallocene compounds disclosed in Alt et al. have the following features in 
common: 

1) the fluorenyl ring (Flu) is unsubstituted; 

2) the cyclopentadienyl ring (Cp) is either unsubstituted or substituted only at 
the 3-position. 

To the contrary, amended claim 2 now specifies that when all of R 5 to R 1 2 are 
hydrogen, R 1 and R 4 are not both hydrogen. Therefore, if the Flu ring is unsubstituted, . 
then the cyclopentadienyl ring (Cp) must have at least two substituents (feature (5) above)). 

Accordingly, claim 2 as currently amended, as well as dependent claims 8, 9, 20, 
22, 23 and 25, are not anticipated by Alt et al. In view of the above, the §102(b) rejection 
based on Alt et al. should be withdrawn and such action is respectfully requested. 

Rejection Under §102 over Jung et al. 

Claims 1, 2, 8, 9, 20, 22, 23 and 25 were rejected under 35 U.S.C. §102(b) as 
anticipated by Jung et al. (WO 99/14219) for the reasons given in paragraph (8) of the 
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Office Action. Reconsideration of this rejection is requested in view of the above 
amendments and for at least the following reasons. 

WO '219 discloses metallocene compounds which have a 3-substituted indenyl- 
fluorenyl ligand. Amended claim 2 specifies that neighboring groups within substituents R 5 
to R 12 may be bonded to form a ring. However, neighboring groups within substituents R 1 
to R 4 cannot form a ring. Thus, the cyclopentadienyl ring cannot be associated with an 
indenyl ring as in the compounds of the reference. Accordingly, the § 102(b) rejection 
based on WO 99/14219 should be withdrawn and such action is respectfully requested. 

Rejection Under §102fb) over Razavi et al. 

Claims 1, 3, 8, 9, 20, 22 and 23 were rejected under 35 U.S.C. §102(b) as 
anticipated by Razavi et al. (WO 98/54230) for the reason set forth in paragraph (9) of the; 
Office Action. Reconsideration and withdrawal of this rejection is requested in view of the 
above amendments and for at least the reasons which follow. 

Metallocene compounds specifically disclosed in Razavi et al. '230 include 
isopropylidene-(3-t-butyl-5-methyl-cyclopentadienyl fluorenyl)ZrCl 2 and 
dimethylsilanediyl-(3-t-butyl-2,5-dimethyl-cyclopentadienyl fluorenyl)ZrCl 2 . Claim 3, as 
amended, specifies that when R 22 is tert-butyl and when R 13 and R 14 are methyl groups, R 6 , 
R 7 , R 10 and R 11 are not all hydrogen. In isopropylidene-3-t-butyl-5-methyl- 
cyclopentadienyl fluorenyl)ZrCl 2 , R 3 is a tert-butyl group and R 13 and R 14 are methyl 
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groups, but all substituents on the fluorenyl ring are hydrogen. Thus, this compound is not 
encompassed by amended claim 3. 

Further, dimethylsilanediyl-(3-t-butyl-2,5-dimethyl-cyclopentadienyl 
fluorenyl)ZrCl 2 has three substituents on the Cp ring. Contrary to this, in amended 
claim 3, the Cp ring is only di-substituted. Accordingly, claim 3 is not anticipated by the 
Razavi et al. publication and the § 102(b) rejection of claims 3, 8, 9, 20, 22 and 23 over 
this reference should be withdrawn. Such action is earnestly requested. 

Rejection Under SI 02(b) over Yano et al. 

Claims 1, 2, 8, 9, 20, 21, 23 and 24 were rejected under 35 U.S.C. §102(b) as 
anticipated by Yano et al. (Macromol. Chem. Phys., 1999) for the reasons given in 
paragraph (10) of the Office Action. Reconsideration and withdrawal of this rejection are . 
respectfully requested in view of the above amendments and for at least the reasons which 
follow. 

In the Office Action, attention was directed to Examples H1-H5 and H7-H9 on 
page 1545 and L1-L3 on page 1548. In Examples H1-H4, H7-H9, and L1-L2, Flu has no 
substituent and Cp has only one substituent. In amended claim 2, when substituents R 5 to 
R 12 are all hydrogen, R 1 and R 4 cannot both be H. Thus, when the Flu ring is 
unsubstituted, the Cp ring has at least two substituents (feature 5) above)). In H5 and L3, 
the 3,4-positions on the Cp ring are methyl-substituted. In contrast, amended claim 2 
specifies that R 2 is hydrogen (i.e., the 3,4-positions of the Cp ring are unsubstituted; see 
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feature 1) above)) and R 3 is a hydrocarbon or a silicon-containing hydrocarbon (i.e., the 4- 
or 3-position is substituted; see feature 2) above)). 

Based on the above differences, the § 102(b) rejection of claims 2, 8, 9, 20, 21, 23 
and 24 over Yano et al. should be withdrawn. Such action is respectfully requested. 

Rejection Under § 103(a) over Jung et al. 

Claims 10, 21, 24 and 26-28 were rejected under 35 U.S.C. §103(a) as 
unpatentable over Jung et al. (WO 99/14219) for the reasons given in paragraph (12) of the 
Office Action. Reconsideration of this rejection is requested for at least the following 
reasons. 

The presently claimed metallocene compounds are not disclosed or suggested in this 
reference for the reasons fully discussed above in connection with the § 102(b) rejection. , 
Thus, the features set forth in claims 10, 21, 24 and 26-28, which include the claimed 
metallocene compounds, are not rendered obvious by the teachings of Jung et al. '219. 

In view thereof, the § 103(a) rejection of claims 10, 21, 24 and 26-28 over Jung et 
al. '219 should be withdrawn. Such action is earnestly requested. 

Rejection Under § 103(a) over Razavi et al. 

Claims 10, 26 and 28 were rejected under 35 U.S.C. §103 (a) as unpatentable over 
Razavi et al. (WO 98/54230) for the reasons provided in paragraph (13) of the Office 
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Action. Reconsideration of this rejection is respectfully requested for at least the following 
reasons. 

The metallocene compounds defined by the present claims are not disclosed or 
suggested by Razavi et al. '230 for the reasons discussed above. As such, the features 
described in claims 10, 26 and 28, which include the claimed metallocene compounds, are 
not rendered obvious by the teachings of the reference. 

In view thereof, the § 103(a) rejection over Razavi et al. '230 should be 
reconsidered and withdrawn. Such action is respectfully solicited. 

From the foregoing, further and favorable action in the form of a Notice of 
Allowance is believed to be next in order and such action is earnestly solicited. If there 
are any questions concerning this paper or the application in general, the Examiner is 
invited to telephone the undersigned at (703) 838-6683 at his earliest convenience. 



Respectfully submitted, 



Burns, Doane, Swecker & Mathis, L.L.P. 



Date: December 11, 2003 
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